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Bef ore Hai rston, Chapman and Rogers, Adm nistrative
Trademar k Judges.

Opi ni on by Chapman, Admi nistrative Trademark Judge:

On Novenber 30, 1999, Pacific Tel ecard (a Hawai
corporation) filed an application to register on the
Principal Register the mark PACI FI C PHONE CARD f or
“tel ephone calling cards, not magnetically encoded” in
International Cass 16. The application is based on
applicant’s assertion of a bona fide intention to use the
mark in comrerce. |In response to a requirenent of the
Exam ni ng Attorney, applicant disclained the words “phone

card.”
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Regi strati on has been refused under Section 2(d) of
the Trademark Act, 15 U. S.C. 81052(d), in view of the five
previously registered marks listed below, all issued to
Pacific Telesis G oup (a Nevada corporation):

(1) Registration No. 1,475,336, issued February 2,
1988 (Section 8 accepted, Section 15 acknow edged), for the
mar k PACI FI C TELEPHONE for “tel ephone conmuni cati on
services and consulting services in the tel ecommunications
field” in International C ass 38, (the word “tel ephone” is
di sclainmed), with clained first use of Decenber 31, 1906;

(2) Registration No. 2,145,463, issued March 17, 1998,
for the mark PACI FI C BELL WORLDW DE CALLI NG CARD f or
“tel ephone calling card services” in International C ass
36, (the words “worldwi de calling card” are disclainmed),
with clainmed first use of Novenber 1996;

(3) Registration No. 2,151,430, issued April 14, 1998,
for the mark PACI FI C BELL BUSI NESS ONE NUVBER CARD f or
“tel ephone calling card services” in International C ass
36, (the words “business” and “card” are disclained), with
claimed first use of Novenber 1996;

(4) Registration No. 2,151,432, issued April 14, 1998,
for the mark PACI FI C BELL ONE NUMBER CALLI NG CARD f or

“tel ephone calling card services” in International C ass
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36, (the words “calling card” are disclainmed), with clained
first use of Novenber 1996; and

(5) Registration No. 2,198,900, issued Qctober 20,
1998, for the mark PACI FI C BELL WORLDW DE BUSI NESS CALLI NG
CARD for “tel ephone calling card services” in Internationa
Class 36, (the words “worl dw de business calling card” are
disclaimed), with clainmed first use of Decenber 1, 1996.

When the refusal was made final, applicant appeal ed.
Briefs have been filed, but an oral hearing was not
r equest ed.

We affirmthe refusal to register. 1In reaching this
concl usi on, we have considered all of the relevant du Pont?
factors.

We turn first to a consideration of applicant’s goods
and registrant’s services. It is well settled that goods
and/ or services need not be identical or even conpetitive
in order to support a finding of |ikelihood of confusion.
Rather, it is sufficient that the goods and/ or services are
related in some manner or that the circunstances
surrounding their marketing are such that they would be
likely to be encountered by the same persons in situations

that would give rise, because of the marks used thereon, to

YInre E. |. du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).
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a m staken belief that they originate fromor are in sone
way associated with the same producer or that there is an
associ ati on between the producers of the goods and/ or
services. See Inre Melville Corp., 18 USPQ2d 1386 (TTAB
1991); and In re International Telephone & Tel egraph Corp.
197 USPQ 910 (TTAB 1978).

Confusion in trade can occur fromthe use of simlar
mar ks for products on the one hand and for services
i nvol ving those products on the other hand. See In re
Hyper Shoppes (Ohio) Inc., 837 F.2d 840, 6 USP@@d 1025
(Fed. GCir. 1988); Safety-Klean Corporation v. Dresser
| ndustries, Inc., 518 F.2d 1399, 186 USPQ 476 (CCPA 1975);
and In re Mucky Duck Mustard Co. Inc., 6 USPQRd 1467 (TTAB
1988); and Steelcase Inc. v. Steelcare Inc., 219 USPQ 433
(TTAB 1983).

O course, it has been repeatedly held that in
determning the registrabiliy of a mark, this Board is
constrai ned to conpare the goods and/ or services as
identified in the application with the goods and/or
services as identified in the registration(s). See Cctocom
Systens Inc. v. Houston Conputer Services Inc., 918 F. 2d
937, 16 USPQ2d 1783 (Fed. Cir. 1990); and Canadi an | nperi a
Bank of Commerce, National Association v. WlIls Fargo Bank,

811 F.2d 1490, 1 USPQd 1813 (Fed. Gir. 1987).
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In this case, applicant’s goods are identified as
“tel ephone calling cards, not magnetically encoded,” while
registrant’s services are identified as “tel ephone calling
card services” and “tel ephone comruni cati on services and
consulting services in the tel ecommunications field.” The
Exam ni ng Attorney submtted nunmerous third-party
regi strations, based on use in conerce, to show that a
singl e source nmay provide tel ephone conmuni cati on services,
t el ephone calling card services, and tel ephone calling
cards. In addition, the Exam ning Attorney submtted three
excerpted stories retrieved fromthe Nexis database to show
that three major tel ephone conpanies (AT&T, Sprint, and
MCl) have expanded their services to include pre-paid
calling cards. Cearly, telephone calling cards not
magnetically coded are closely related to tel ephone calling
card services and tel ephone comuni cati on services. See
American Paging Inc. v. Anerican Mbil ephone Inc., 13
UsP2d 2036 (TTAB 1989), aff’d unpub’d, but appearing at 17
UsP@d 1726 (Fed. Gr. 1990). That is, applicant’s goods
are comercially closely related to tel ephone calling card
services and to tel ephone comruni cati on services. See
Per mat ex Conpany, Inc. v. California Tube Products, Inc.,

175 USPQ 764 (TTAB 1972).
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Applicant argues that the registrant’s services are
delivered by a tel ephone utility conpany | ocated in San
Franci sco, California, and registrant bills custoners for
| ocal and | ong di stance services, whereas applicant’s goods
are prepaid cards “which are sold in drug store [sic],
grocery stores and newsstands.” (Applicant’s July 3, 2001
Response, p. 3.) There is no restriction in either
applicant’s identification of goods or in any of
registrant’s identifications of services regarding
custonmers and/or channels of trade. Thus, the Board nust
presune that these goods and services are offered through
all normal channels of trade to all the usual purchasers.

Applicant also argues that the purchasers of both its
calling cards and registrant’s tel ephone services are
“careful sophisticated person [sic] making careful
sophi sticated decisions.” (Applicant’s Brief, p. 6.) W
are not convinced, on this record, that the general public
to whom t hese goods and services are offered are careful
and sophisticated in these types of purchases. Even if the
rel evant purchasers are sophisticated, that does not nean
that they are immune fromconfusion as to the source of the
goods and services. See Wncharger Corporation v. Rinco,
Inc., 297 F.2d 261, 132 USPQ 289 (CCPA 1962); and In re

Deconbe, 9 USPQ2d 1812 ( TTAB 1988).
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W find that the involved goods and services are
closely related, and could be sold to simlar classes of
purchasers, so that if sold or marketed under simlar
mar ks, confusion as to source by consuners would be |ikely.

Turning now to the marks, when anal yzing applicant’s
mar k and each of the registered marks, it is not inproper
to give nore weight to a dom nant feature of a nark,
provi ded the ultimte conclusion rests on a consi deration
of the marks in their entireties. See In re Dixie
Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed. Cr
1997); In re National Data Corporation, 753 F.2d 1056, 224
USPQ 749 (Fed. Cir. 1985); and In re Appetito Provisions
Co. Inc., 3 USPQd 1553 (TTAB 1987).

We consider first applicant’s mark PACI FI C PHONE CARD
and the cited registered mark PACI FI C TELEPHONE, both of
whi ch consi st solely of typed words, the conmon word bei ng
PACI FI C, and each with disclainmers of the respective
generic words, “phone card” in applicant’s mark and
“tel ephone” in registrant’s mark. Thus, these two typed
mar ks share the word PACI FI C as the source-indicating
portion of each mark. Cbviously, the connotation of
PACIFICis virtually the same for both applicant and
registrant--i.e., their proximty to the Pacific Ccean,

regi strant being on the Pacific Coast of North Anerica, and
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applicant being in Hawaii and surrounded by the ocean.
Li kewi se, each may evoke the secondary connotation of

"2 Nbreover, the

“pacific” as “tranquil” or “serene.
respective connotations of “tel ephone” and “phone card” are
very simlar and relate specifically and directly to

t el ephones and naki ng tel ephone calls.

When considered in their entireties, we find the marks
PACI FI C TELEPHONE and PACI FI C PHONE CARD to be similar in
sound, appearance, connotation and comrercial i npression.
See Cunni nghamv. Laser CGolf Corp., 222 F.3d 943, 55 USPQd
1842 (Fed. Cir. 2000).

Next we consider applicant’s mark PACI FI C PHONE CARD
as conpared to the other four cited marks -- PACI FI C BELL
WORLDW DE CALLI NG CARD, PACI FI C BELL WORLDW DE BUSI NESS
CALLI NG CARD, PACI FI C BELL BUSI NESS ONE NUMBER CARD, and
PACI FI C BELL ONE NUMBER CALLI NG CARD. Here the four typed
regi stered marks each begin with “PACI FI C BELL” foll owed by
descriptive/generic wording and in two registrations, sone
| esser source-indicating wording. All of the additiona

{3

wor ds have been disclaimed except for the words “one
nunber.” The regi strant owns the mark PACI FI C TELEPHONE

for tel ephone communi cation services. Registrant’s other

2 The Anerican Heritage Dictionary of which we take judicia
notice. See TBWP §712.
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four registrations begin with the words PACI FI C BELL, and
the term “BELL” for tel ecommuni cation goods or services is
evocative of “Ma Bell” or “Baby Bells.” Thus, PAC FIC BELL
connotes a tel ephone conpany.

The words PACIFIC or PACIFIC BELL in the respective
mar ks are the portions which would be used in shorthand
references to the respective goods and services; and are
the portions nost likely to be inpressed in the nenory of
t he purchaser and/or user of the goods and services, and to
serve as the indicator of origin. The differences in the
mar ks may not be recalled by purchasers or users seeing the
mar ks at separate times. The enphasis in determ ning
i kelihood of confusion is not on a side-by-side conparison
of the marks, but rather nmust be on the recollection of the
average purchaser, who normally retains a general rather
than a specific inpression of the nmany trademarks
encountered; that is, the purchaser’s fallibility of menory
over a period of tinme nust also be kept in mnd. See
Grandpa Pidgeon’s of Mssouri, Inc. v. Borgsmller, 477
F.2d 586, 177 USPQ 573 (CCPA 1973); and Spoons Restaurants
Inc. v. Mdrrison Inc., 23 USPQ@d 1735 (TTAB 1991), aff’'d
unpub’d (Fed. Gr., June 5, 1992).

The descriptive/generic wording (e.g., “phone card,”

“calling card,” “business,” and/or “worldw de”) hardly
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serves to distinguish the marks in any meani ngful way.
Moreover, it is the first part of a mark which i s nost
likely to be inpressed upon the mnd of a purchaser and be
remenbered by the purchaser. See Presto Products Inc. v.

Ni ce- Pak Products Inc., 9 USPQ2d 1895, 1897 (TTAB 1988).
Purchasers will |ikely remenber PACIFI C and perhaps they
may recall something to do with tel ephone calling cards
fromapplicant’s mark, and they will |ikely renenber
PACI FI C or PACIFIC BELL fromthe marks in these four cited
regi strations, along with perhaps sonething about tel ephone
calling card services. That is, purchasers are unlikely to
di stingui sh the nmarks based on the descriptive/generic

addi tional wording, when the arbitrary initial word is
identical in all of the marks.

Mor eover, the |ikelihood of confusion nmay be enhanced
by the ease with which applicant’s tel ephone calling cards
may be purchased, i.e., in a checkout line at a drug store
or grocery store, or at a newsstand, a purchasing
envi ronment in which the purchaser may not engage in
careful consideration of the source of applicant’s cards.

Here again all of these four regi stered marks and

applicant’s mark all still connote sonethi ng about PACIFIC
-- the ocean, the area of the Pacific Wst and Hawaii, or
“tranqui |l /serene.” \Watever the connotation, it is

10
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essentially the sanme for both applicant and registrant when
used in relation to the involved goods and services. See
The Wella Corporation v. California Concept Corporation,
558 F.2d 1019, 194 USPQ 419 (CCPA 1977).

Wth regard to the invol ved marks, applicant argues
the foll ow ng:

“[T]he word Pacific by itself has no
trademark significance. It is the
marks in their entirety that have
trademark significance.” (Applicant’s
Cct ober 20, 2000 Response, p. 1); and
“[1']f consuners have been able to

di stingui sh between the cited

regi strations, then there could not
possi bly be added confusion by
Applicant’s mark. Further, the over
usage of the mark PACIFIC adds to
this. PACIFICis a highly used word
that is unregistrable by itself.”
Applicant’s Brief, pp. 6-7).

We agree that marks nust be considered in their
entireties, but we do not agree that the word PACI FI C has
no trademark significance. |f that were the case,
appli cant would, in essence, be applying for an
unregi strable mark in this case. Moreover, there is no
need for the purchasing public to distinguish between the
cited registrations (all PACI FI C PACI FI C BELL marks for

t el ephone services/tel ephone calling card services) because

they are all owned by one single entity.

11
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To whatever extent, if any, applicant neant that
PACIFIC is a weak mark entitled to a narrow scope of
protection due to the nunber and nature of simlar marks in
use for related goods and/or services, there is no evidence
of record on this point. Applicant argued that “[T]he
Hawai i an Tel ephone Directory which is a GIE Hawaiian Te
Directory has three and a half pages of listings of
conpani es which start with the word Pacific. Pacific by
itself is not a trademark.” (Applicant’s Cctober 20, 2000
Response, p. 4.) However, applicant did not enclose
phot ocopi es or any ot her evidence supporting this
statenent. Moreover, inits brief on appeal (p. 7),
applicant’s statenent was changed to “[f]our and one half
pages of nanes starting with PACIFIC are found in the GTE
Hawai i an Tel ephone Directory white pages....” Again no
evi dence in support of this argunment was subm tted.

Al t hough each of the four cited registrations
begi nning with the words PACI FI C BELL incl ude additional
wor ds, and nore words than appear in applicant’s mark, we
are not persuaded that the purchasing public will pay close
attention to the mnor differences in the marks or that
they will analyze the marks with specific and cl ear
reference to these additional, and generally

descri ptive/generic words as suggested by applicant. See

12
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Kangol Ltd. v. KangaROOS U.S. A Inc., 974 F.2d 161, 23
USP@2d 1945 (Fed. G r. 1992); and Chem cal New York Corp.
v. Conmar Form Systens, Inc., 1 USPQ2d 1139 (TTAB 1986).
The latter four cited marks and applicant’s mark, when
considered in their entireties, are simlar in sound and
connotation, creating a simlar comrercial inpression.
Even if purchasers do specifically renmenber the
differences in the involved word marks, they nmay believe
that applicant’s mark is sinply a version of registrant’s
mark for a new product, (i.e., telephone calling cards),
offered by registrant. See In re Dixie Restaurants, supra.
Appl i cant contends that there has been no actual
confusion. |Its argunment on this du Pont factor is set
forth as follows (brief, p. 7):
The Applicant’s mark and the cited
regi strati ons have bee [sic] sued
[sic] wi thout any confusion. The
Applicant’s mark has been used
since [?] without confusion with
the cited mark [sic].
However, this argunment is unavailing as applicant’s
application is based on a bona fide intention to use the
mark in commerce; there is no information of record
regarding if or when applicant commenced use of its mark;

there is no information as to respective sales; and there

is no input fromthe registrant. In any event, the test is

13
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l'i kel i hood of confusion, not actual confusion. See Wi ss
Associates Inc. v. HRL Associates Inc., 902 F.2d 1546, 14
USPQ2d 1840 (Fed. Cir. 1990).

Suffice it to say that none of applicant’s other
argunents (e.g., that its mark has “distinctive
alliteration”) is persuasive of a different result herein.

Wil e we have no doubt in this case, if there were any
doubt on the question of |ikelihood of confusion, it rnust
be resol ved agai nst the newconer as the newconer has the
opportunity of avoiding confusion, and is obligated to do
so. See TBC Corp. v. Holsa Inc., 126 F.3d 1470, 44 USPQd
1315 (Fed. Cir. 1997); and In re Hyper Shoppes (Chio) Inc.,
837 F.2d 840, 6 USPQ2d 1025 (Fed. Cir. 1988).

Decision: The refusal to register under Section 2(d)

is affirnmed.
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